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DETAILED ACTION 
Drawings 

1 . The drawings are objected to because the drawings are of poor quality 
and difficult to read. Some of the labels are so small that the text cannot be 
determined. Corrected drawing sheets in compliance with 37 CFR "1.121(d) are 
required in reply to the Office action to avoid abandonment of the application. 
Any amended replacement drawing sheet should include all of the figures 
appearing on the immediate prior version of the sheet, even if only one figure is 
being amended. The figure or figure number of an amended drawing should not 
be labeled as "amended." If a drawing figure is to be canceled, the appropriate 
figure must be removed from the replacement sheet, and where necessary, the 
remaining figures must be renumbered and appropriate changes made to the 
brief description of the several views of the drawings for consistency. Additional 
replacement sheets may be necessary to show the renumbering of the remaining 
figures. The replacement sheet(s) should be labeled "Replacement Sheet" in the 
page header (as per 37 CFR 1 .84(c)) so as not to obstruct any portion of the 
drawing figures. If the changes are not accepted by the examiner, the applicant 
will be notified and informed of any required corrective action in the next Office 
action. The objection to the drawings will not be held in abeyance. 

Claim Objections 

2. Claims 1 ,2,7 and 16 are objected to because of the following informalities: 
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3. With regard to claim 1 , there appears to be a typographical error 
"according instructions" in line 8. The Office recommends that the claim be 
amended to recite "according to instructions". 

4. With regard to claim 2, there appears to be a typographical error 
"comprise one or more textual" in lines 1-2. The Office recommends that the 
claim be amended to recite "comprises one or more of: textual". 

5. With regard to claim 7, there appears to be a typographical error "from 
sending" in line 2. The Office recommends that the claim be amended to recite 
"from the sending". 

6. With regard to claim 16, there appears to be a typographical error 
"according to claim 1, comprising" in line 1. The Office recommends that the 
claim be amended to recite "according to claim 1, further comprising". 

7. With further regard to claim 16, there appears to be a typographical error 
"identify" in line 1 . The Office recommends that the claim be amended to recite 
"identity". 

8. Appropriate correction is required. 

Claim Rejections - 35 USC §112 

9. The following is a quotation of the first paragraph of 35 U.S.C. 1 1 2: 

The specification shall contain a written description of the invention, and of the manner and 
process of making and using it, in such full, clear, concise, and exact terms as to enable any 
person skilled in the art to which it pertains, or with which it is most nearly connected, to make 
and use the same and shall set forth the best mode contemplated by the inventor of carrying 
out his invention. 

10. Claim 20 is rejected under 35 U.S.C. 112, first paragraph, as failing to 
comply with the enablement requirement. The claim(s) contains subject matter 
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which was not described in the specification in such a way as to enable one 
skilled in the art to which it pertains, or with which it is most nearly connected, to 
make and/or use the invention. 

1 1 . With regard to claim 20, the "electronic processing engine", which is a 
software program per se, cannot form part of a transmission path for a network 
communication. Network communications must travel over physical hardware. 
For the purpose of applying prior art, this claim has been interpreted such that a 
computer running the engine forms part of the transmission path for the 
communication. 

12. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

13. Claims 1,3, and 14 are rejected under 35 U.S.C. 112, second paragraph, 
as being indefinite for failing to particularly point out and distinctly claim the 
subject matter which applicant regards as the invention. 

14. Claim 1 recites the limitation "the electronic network communication" in 
line 3 and "the network communication" in line 5. There is insufficient antecedent 
basis for these limitations in the claim. For the purpose of applying prior art, it has 
been interpreted that both of these phrases refer to the "electronic 
communication" claimed in line 1. 

15. Claim 3 recites the limitation "the communications are" in line 2. There is 
insufficient antecedent basis for this limitation in the claim. Only a single 
communication appears to be claimed in claim 1. The Office recommends that 
the claim be amended to recite "the communication is". 
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16. Claim 14 recites the limitation "the communications" in line 1. There is 
insufficient antecedent basis for this limitation in the claim. Only a single 
communication appears to be claimed in claim 1 . The Office recommends that 
the claim be amended to recite "the communication". 


Claim Rejections - 35 USC § 101 

17. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or 
composition of matter, or any new and useful improvement thereof, may obtain a patent 
therefor, subject to the conditions and requirements of this title. 

18. Claims 18,20, and 21 are rejected under 35 U.S.C. 101 because the 
claimed invention is directed to non-statutory subject matter. 

19. With regard to claims 18 and 20, Applicant is claiming an "electronic 
communication processing center engine loadable onto a computer", which is a 
software program per se and since it is not tangibly embodied on a computer 
readable medium, it is merely a manipulation of abstract ideas. 

20. With regard to claim 21 , Applicant is claiming software program per se and 
since it is not tangibly embodied on a computer readable medium, it is merely a 
manipulation of abstract ideas. 

14. To expedite a complete examination of the instant application, the claims 
rejected under 35 U.S.C. 101 (nonstatutory) above are further rejected as set 
forth below in anticipation of Applicant amending these claims to place them - 
within the four statutory categories of invention. 
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Claim Rejections - 35 USC § 102 

21 . The following is a quotation of the appropriate paragraphs of 35 
U.S.C. 102 that form the basis for the rejections under this section made in this 
Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in 
public use or on sale in this country, more than one year prior to the date of application for patent in 
the United States. 

22. Claims 1-10,12,15 and 18-22 are rejected under 35 U.S.C. 102(b) as 
being anticipated by Goldschmitt et al. (WO 96/24213). 

23. With regard to claims 1 and 18-22 , Goldschmitt et al. (Goldschmitt, 
hereafter) discloses a method of embedding additional information into an 
electronic communication transmitted via a network from a sending party to a 
receiving party comprising the steps of: intercepting the electronic network 
communication sent by the sending party addressed to the receiving party 
(Receive mail from sender) (Page 11, Lines 13-14); extracting and sending 
information relating to the network communication to a remote server (Extract 
and store user-specific information) (Page 11, Lines 14-19); modifying the 
network communication to embed the additional information in the network 
communication according instructions and information provided by the remote 
server in response to the information sent to the remote server (attach 
advertisement to email) (Page 12, Lines 20-22); and transmitting the modified 
network communication to the receiving party (Page 12, Lines 22-23). 
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With regard to claims 18-22, the limitations not explicitly rejected with 
regard to claim 1 are inherent to the system disclosed by Goldschmitt. Since 
Goldschmitt discloses that the system operates on a plurality of computers, 
computer software, stored on a computer readable medium, and capable of 
operating the system, is required. 

24. With regard to claim 2, Goldschmitt further discloses that the additional 
information comprises one or more of: textual content, graphical content, links to 
other information, audio content and visual content Page 10, Line 28 to Page 1 1 , 
Line 2). 

25. With regard to claim 3, Goldschmitt further discloses that the remote 
server is located on the same physical device on which the communications are 
intercepted (Part of email messaging center) (Page 8, Lines 9-13). 

26. With regard to claim 4, Goldschmitt further discloses that the remote 
server generates the instructions and information for modifying the 
communication by employing an algorithm running on the remote server that 
combines the information extracted from the communication with one or more 
rules, other information, historical data or a combination of these (User-specific 
data from the communication is combined with other information such as time of 
day) (Page 1 1 , Line 1 4 to Page 1 2, Line 1 ). 

27. With regard to claim 5, Goldschmitt further discloses that the algorithm 
applies the same generic rules to all communications (General environmental 
and system environmental rules apply to all communications) (Page 1 1 , Line 24 
to Page 12, Line 23). 
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28. With regard to claim 6, Goldschmitt further discloses that different rules 
are applied to different individual senders and/or recipients or groups of senders 
and/or recipients (User specific information is used to determine information to 
append) (Page 1 1 , Lines 14-16). 

29. With regard to claim 7, Goldschmitt further discloses that the 
communication is intercepted and modified at a device that is physically remote 
from sending party and receiving party (email messaging center) (Page 8, Lines 
9-13). 

30. With regard to claim 8, Goldschmitt further discloses that the additional 
information is advertising material (Page 12, Lines 20-22). 

31 . With regard to claim 9, Goldschmitt further discloses that the additional 
information is reference information (Page 9, Lines 23-26). 

32. With regard to claim 10, Goldschmitt further discloses that the intercepted 
communication is an email (Page 11, Lines 13-14). 

33. With regard to claim 12, Goldschmitt further discloses that the content of 
the additional information embedded in the communication is determined at least 
in part on preference data held for one or both of the sending party and receiving 
party (consumer preferences) (Page 1 1 , Lines 1 7-1 9). 

34. With regard to claim 1 5, Goldschmitt further discloses that the additional 
information comprises a reference to further information content it is intended be 
displayed within the message (Page 9, Line 23 to Page 10, Line 5). 
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Claim Rejections - 35 USC § 103 

35. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for 
all obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described 
as set forth in section 102 of this title, if the differences between the subject matter sought to 
be patented and the prior art are such that the subject matter as a whole would have been 
obvious at the time the invention was made to a person having ordinary skill in the art to which 
said subject matter pertains. Patentability shall not be negatived by the manner in which the 
invention was made. 

36. Claims 11 and 13 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Goldschmitt et al. (WO 96/24213) in view of Gupta et al. 
(6,487,538). 

37. With regard to claim 1 1 , while the system disclosed by Goldschmitt shows 
substantial features of the claimed invention (discussed above), including that the 
content of the additional information embedded in the communication is 
determined based at least in part on historical data held about the sending party 
(sender's location, etc) (Page 11, Lines 17-19), it fails to disclose using historical 
data about the receiving party. 

Gupta et al. (Gupta, hereafter) discloses a similar system for inserting 
advertisements* in data transmitted from a web host to a client. Gupta teaches 
that the advertising data embedded in the communication is based in part on 
historical data about the receiver, particularly a history of the advertisements 
previously seen (Col 12, Lines 11-14). This prevents a recipient from receiving 
the same advertisement repeatedly. Exposing the receivers to a plurality of 
advertisements increases the chances that a product displayed will be of interest 
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to the recipient. This will increase the chances that a recipient will make a 
purchase of the item, increasing revenue for both the advertiser and the email 
provider. 

Therefore, it would have been obvious to one of ordinary skill in the art at 
the time the invention was made to record historical information about the 
recipient such as the advertisements previously viewed. This would have 
prevented the same advertisement from being repeatedly shown to a since 
recipient. Increasing the variety of advertisements viewed by the recipient will 
increase the chances that an advertisement will be displayed that the recipient is 
interested in. 

38. With regard to claim 13, while the system disclosed by Goldschmitt shows 
substantial features of the claimed invention (discussed above), it fails to disclose 
that the preference data comprises the communication format capabilities of the 
receiver party. * 

Gupta discloses a similar system for inserting advertisements in data 
transmitted from a web host to a client. Gupta teaches that user preferences 
include information regarding the format capabilities of the receiver (Col 12, Lines 
14-22). This prevents graphical advertisements from being transmitted when the 
user only has the capability to display textual advertisements. This is particularly 
advantageous since many browsers such as cellular phone browsers can only 
display limited graphics compared to a conventional PC browser. 

Therefore, it would have been obvious to one of ordinary skill in the art at 
the time the invention was made to record preference data for the sender and/or 
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receiver regarding the communication format capabilities of the receiver. This 
allows the receiver to specify the types of advertisements that can be displayed 
in the receiver's browser. Since some browsers have limited graphical display 
capabilities, this prevents graphical advertisements from being sent to these 
users. 

39. Claim 14 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Goldschmitt et al. (WO 96/24213). 

40. With regard to claim 14, while the system disclosed by Goldschmitt shows 
substantial features of the claimed invention (discussed above), it fails to 
specifically disclose that the interception of the communications can be controlled 
remotely. 

However, remote control of servers is well-known in the art and updating 
settings over a remote network connection is very common. This allows settings 
on a computer to be changed without requiring the administrator to physically go 
to the machine to be updated. This is particularly advantageous for 
administrators of large systems containing many servers such as the on-line 
service providers disclosed by Goldschmitt (Page 2, Lines 20-22), and would 
almost certainly be present in the system disclosed by Goldschmitt. 

Therefore, it would have been obvious to one of ordinary skill in the art at 
the time the invention was made to allow remote control of the email messaging 
center since it allows settings related to the display of advertisements, such as a 
new advertiser, to be modified without requiring the administrator to travel to the 
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physical location of the server. This is a well-known method of updating settings 
on a network-connected computer, and would be an advantageous addition to 
the system disclosed by Goldschmitt. 

41 . Claim 1 6 is rejected under 35 U.S.C. 1 03(a) as being unpatentable over 
Goldschmitt et al. (WO 96/24213) in view of Madison (US 2002/0023123). 

42. With regard to claim 16, while the system disclosed by Goldschmitt shows 
substantial features of the claimed invention (discussed above), it fails to disclose 
remotely detecting the identity of the ISP hosting a receiving party or a sending 
party. 

Goldschmitt discloses determining the location of the user, but fails to 
disclose how this is accomplished (Page 11, Lines 17-19). Madison teaches a 
method of determining the location of a user by remotely detecting the ISP 
hosting the user. This allows specific information about the location of the user to 
be ascertained based on the user's ISP. The phone number used for dial-up 
access is obtained and compared to a database to determine the user's ISP and 
further information including zip code, city, and state where the user is located. 
This information can then be used to generate demographic information 
regarding the user (Paragraph 32). 

Therefore, it would have been obvious to one of ordinary skill in the art at 
the time the invention was made to identify the ISP hosting the sender and/or 
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receiving parties to enable detailed demographic information such as city, state, 
and zip code to be determined for the users of the system. 

43. Claim 17 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Goldschmitt et al. (WO 96/24213) in view of Cisco.com. 

44. With regard to claim 17, while the system disclosed by Goldschmitt shows 
substantial features of the claimed invention (discussed above), it fails to 
specifically disclose that the communication is addressed to multiple receiving 
parties, the method further comprising replicating the communication to create a 
separate instance of the communication for each of the receiving parties. 

Cisco discloses SMTP, a conventional email transmission protocol. Cisco 
discloses that SMTP creates a separate data set for each recipient and carbon 
copy email address (Page 5, Lines 27-29). This is necessary since recipients can 
be located on multiple different hosts, and messages can only be transmitted to 
one host at a time. This allows the user to specify recipients on multiple hosts to 
receive a single message. 

Therefore, it would have been obvious to one of ordinary skill in the art at 
the time the invention was made to replicate the communication when sending a 
message to multiple recipients via email. This is required in order to send a 
message to multiple recipients located on different hosts, which would be an 
advantageous feature, since it would be very inconvenient for the sender to have 
to manually send a message to each host that serves a desired recipient. 
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Conclusion 


45. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

46. Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to Aaron Strange whose telephone number is 
703-305-8878. The examiner can normally be reached on M-F 8:30-5:00. 

If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, Glen Burgess can be reached on 703-305-4792. The fax 
phone number for the organization where this application or proceeding is 
assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from 
the Patent Application Information Retrieval (PAIR) system. Status information 
for published applications may be obtained from either Private PAIR or Public 
PAIR. Status information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, see http://pair- 
direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll- 
free). 

ANS 8/9/2004 x ^ 
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